Hearing: THIS DISPOSITION IS NOT Mailed:
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Dianmond Machi ni ng Technol ogy, Inc.

Serial No. 76345344

Request for Reconsideration

Jeffrey L. Snow of Kirkpatrick & Lockhart LLP for D anond
Machi ni ng Technol ogy, |nc.

Richard A. Straser, Trademark Exam ning Attorney, Law Ofice
114 (K. Margaret Le, Managi ng Attorney).

Bef ore Qui nn, Bucher and Drost, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

Di amond Machi ni ng Technol ogy, I nc. has requested
reconsi deration of this Board s May 4, 2004 deci sion
affirmng the Trademark Exam ning Attorney’s refusal to
regi ster the mark DI AMOND WHETSTONE for goods identified as
“whet st ones for sharpening, honing, deburring and abrading,”

in International Class 8.1

! Application Serial No. 76345344 was filed on Decenber 5, 2001
based upon applicant’s allegation of use in comrerce since at
| east as early as April 26, 1981.
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Based upon a thorough review of the entire record
bef ore us, we had reasonabl e doubts on the issue of
genericness, resolved these doubts in favor of applicant,
and reversed the Trademark Exam ning Attorney on his hol ding
of genericness. However, we also held that the term DI AMOND
VWHETSTONE was so highly descriptive of applicant’s goods
that applicant’s nere claimof use since 1981 had failed to
denonstrate that such termhas in fact acquired
di stinctiveness as an indication of source for the
identified goods. It is this latter decision that applicant
has asked us to reconsider.

In order to ensure that applicant is provided the
fairness and due process to which it is entitled, we review
the contents of each exchange during the course of
prosecution of this application with an eye toward the issue

of acquired distinctiveness.

(1) Inthe third line of the application papers filed
on Decenber 5, 2001, applicant nmerely requested “that said
mar k be regi stered pursuant to Section 2(f)” of the
Trademar k Act.

(2) Inthe first Ofice action of March 6, 2002, the
initially-assigned Trademark Exam ning Attorney refused

registration, holding this termto be nerely descriptive
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under 82(e)(1l) of the Lanham Act. He went on to say that,
in fact, the termwas generic as applied to the invol ved
goods, and hence was incapable of acquiring distinctiveness.
Al t hough the application had al ready been filed under 82(f)
of the Act, the Trademark Exam ning Attorney included form
par agr aph | anguage saying that “[u]nder these circunstances,
t he exam ning attorney cannot reconmend an anmendnent to
proceed under Trademark Act Section 2(f)...”7

(3) Applicant’s response of Septenber 6, 2002 took
issue with the Ofice' s position as reflected in the initial
O fice action, arguing that this matter was not generic.

(4) On Cctober 11, 2002, the current Trademark
Exam ning Attorney issued a final action, highlighting three
excerpted uses attached to the initial Ofice action that he
al | eged proved genericness. The final refusal nmade no
reference, in the alternative, to the sufficiency of
applicant’s claimof acquired distinctiveness or Section
2(f) of the Trademark Act.

(5 In applicant’s request of March 25, 2003 to the
Trademar k Exam ning Attorney to reconsider his final
refusal, applicant argued that the three articles

highlighted in the final Ofice action do not prove
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genericness as the Trademark Exam ning Attorney had cl ai ned.
Again, there was no nention of acquired distinctiveness.

(6) In the Trademark Exam ning Attorney’s denial of
applicant’s request for reconsideration (April 25, 2003),
nost of the discussion was on the statutory refusal under
Section 2(e)(1) and the Tradenmark Exam ning Attorney’s
attenpts to show the genericness of this alleged nark.
However, as to acquired distinctiveness, there is one phrase
suggesting that this was still an issue: “The statutory
refusal is under Section 2(e)(1), not Section 23, and the

show ng under Section 2(f) is insufficient based upon

evi dence of highly descriptive and possi bl e generic use of

the mark by others.” [enphasis supplied]

(7) Applicant notes in its appeal brief of July 18,
2003 that this application was filed under Section 2(f) of
the Trademark Act, having been used in connection with
applicant’s products since April 26, 1981. Applicant points
to the declaration of Christine MIler dated Decenber 4,
2001 (as filed with the application on Decenber 5, 2001) and
argues that the use of this mark for nore than five years
prior to filing the application constituted prina facie
evi dence that the mark had becone distinctive. Applicant

continued to argue that the term DI AMOND WHETSTONE i s



Seri al

No. 76345344

nei ther highly descriptive nor generic, but rather is
i ndicative of the acquired distinctiveness of this term

(8) In the Trademark Exam ning Attorney’s appeal brief
of October 21, 2003, he states that one of the issues in the
appeal is whether “the generic use by third parties of
‘di amond whet stone’ negated the show ng of acquired
di stinctiveness?” He went on to state that “ ...Section 2(f)
of the Trademark Act does not allow registration of a
trademark when applicant’s mark is generic,” and that “...the
refusal to register under Section 2(e)(1) because the mark

is generic should be affirnmed ..

In our decision of May 4, 2004, after explaining our
doubts on the issue of genericness, we found the DI AMOND
VWHETSTONE desi gnation to be highly descriptive of dianond-
coat ed whet stones, conpelling applicant to make a strong
showi ng of acquired distinctiveness before this termcould
be regi stered. Mreover, we found that applicant’s nere
claimof use since 1981 failed to denobnstrate that such term
had in fact acquired distinctiveness as an indication of
source for the identified goods.

In its request for reconsideration, applicant requested

that the application be renmanded to the Trademark Exam ni ng
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Attorney for further prosecution on the issue of acquired
di stinctiveness.

In footnote 6 on page 12 of the Decision, the
Board admtted that the Exam ning Attorney did not
rai se the i ssue whet her Applicant had established
a prima facie case of acquired distinctiveness as
an alternative basis for the refusal. Therefore,
it would be inproper for the Board to render a
final decision on this issue, which “was never the
focus of any discussion during the prosecution of
t he application.”

I f the Exam ning Attorney disputed the Applicant’s
cl ai m of acquired distinctiveness under Section
2(f), he should have raised all applicable

obj ections during prosecution. First, the Board
admts that it would have been “better practice
for the Trademark Exami ning Attorney explicitly to
have raised this” issue. Second, the Exam ning
Attorney failed to follow the nandate of T.ME. P.
8§ 1212.02(c), which requires the Exam ni ng
Attorney to separately consider the question of,
assumng the matter is determned to be

regi strabl e, whether acquired distinctiveness has
been establi shed.

Mor eover, the Exam ning Attorney properly should
have requested that the applicant submt
addi ti onal evidence of acquired distinctiveness
“before a final refusal on this ground was nmade.”
See 37 CF.R § 2.41(a) (applicant may submt

evi dence “in response to a request for evidence”).
T.ME P. 8 1212.02(g) clearly states, “If the
exam ning attorney determ nes that an applicant's
evidence is insufficient to establish that the
mar k has acquired distinctiveness, the exam ning
attorney shoul d suggest, where appropriate, that
the applicant submt additional evidence.” Also,
for an application claimng acquired

di stinctiveness under Section 2(f) and in which
there is a genericness rejection, T.ME.P.

8§ 1209.02 requires that the “exam ning attorney
shoul d al so explain why the show ng of acquired
distinctiveness is insufficient.”



Seri al

No. 76345344

Finally, contrary to the Board' s statenent
(Decision at 12), there is evidence in the record
of acquired distinctiveness. In particular,

evi dence submitted by both the Exam ning Attorney
and the Applicant in connection with the
genericness rejection containing references to the
Applicant and its products points to acquired
distinctiveness. There is no requirenent as the
Board inplies, that the application has to provide
“direct evidence” showi ng that the mark

di stingui shes these goods. The evidence presently
of record points to the “duration, extent and
nature of use in commerce” by the Applicant of its
mark to support a claimof acquired
distinctiveness. 37 CF.R 8§ 2.41(a). However,

Applicant will be able to submt the referenced
“direct evidence,” including further declarations,
on remand of the application to the Exam ning

At t or ney.

Al t hough the prosecution of this application, up to and
including the oral hearing, reflects uncertainty about
whet her the issue of acquired distinctiveness was
appropriately raised, we do not hold applicant free of
responsibility for the situation in which we found oursel ves
at the time of the final decision on this case.
Nonet hel ess, because neither Trademark Exam ning Attorney
pursued this alternative ground for refusal in their Ofice
actions, applicant was never asked to submt additional
evi dence of acquired distinctiveness prior to the current
Trademar k Exam ning Attorney’s issuing a final refusal on
the ground of nere descriptiveness/genericness. Wile the

Trademar k Exam ning Attorney, in his denial of applicant’s
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request for reconsideration mailed on April 25, 2003, did
include a single, terse phrase arguably showi ng that the
insufficiency of the Section 2(f) evidence was still an

out standi ng i ssue, that was buried within a | onger

di scussion of the 82(e)(1) refusal. W noted in our earlier
deci si on our unhappi ness that during al nost two years of
prosecution of this application — am d dozens of pages of

| egal argunentation on genericness — this alternative basis
for refusal was never clearly raised by the Trademark
Exam ni ng Attorney.

Despite the fact that applicant has nade m ni nal
efforts to denonstrate the acquired distinctiveness of this
hi ghly descriptive term unfortunately, it is true that this
is a ground that applicant has not been pronpted with any
force or clarity to address.

In light of applicant’s protestations that it did not
know t here was any issue surrounding its claimof acquired
di stinctiveness, we are granting applicant’s request for
reconsi deration and remanding this application to the
Trademar k Exam ning Attorney to articulate clearly a refusal
based upon the insufficiency of the Section 2(f) evidence.
While not strictly required by our rules and regul ati ons,

this is a judgnment call grow ng out of an abundance of
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caution to nake sure that applicant has a fair chance to
respond to this critical issue.

Hence, the Trademark Exami ning Attorney should pronptly
issue an Ofice action, providing applicant with the
possibility of submtting supplenentary 8 2(f) evidence and
with an opportunity to make any argunents related to a
showi ng of acquired distinctiveness that it w shes the
Ofice to consider. After such a subm ssion, should the
Trademar k Exam ni ng Attorney remain unconvinced, he shoul d

then issue a new final refusal, as appropriate.

Deci sion: W hereby vacate that portion of our
deci sion of May 4, 2004 concerning the issue of acquired
di stinctiveness wherein we affirmed the refusal of the
Trademar k Exam ning Attorney. This case is remanded to the
Trademar k Exam ning Attorney for further prosecution

consistent with this order.



